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DETAILED ACTION 

The RCE is acknowledged. 

Applicant's arguments filed 05-19-08 have been fully considered but are 
not found persuasive. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

Claims 3-15, 55-59, and 69 are rejected under 35 U.S.C. 102(b) as being 
anticipated by USPN 5,079,600 to Schnur et al. 

Schnur teaches a patterned monomolecular assembly having a 
nonplanar substrate such as a palladium coated on the surface of a silicon 
wafer (article) that exhibits excellent step coverage important in fabrication of 
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the wafer used in semiconductor microlithography (Example 23, Abstract, 
Example 25). Schnur also teaches a second species - functional group 
terminating at an end away (the star and triangle shapes illustrated on the 
nonpolar tails in Figs. 1A and IB-see col. 9, lines 10-38) and another first 
molecular species silane molecule selected to bind the surface of the substrate 
(smallest circle touching the substrate surface) in a terminal end in a 
monomolecular self-assembling film being chemisorbed in the same way as 
Applicant (see Example 1 , further to hydrophobic and hydrophilic functions, 
and 10:50-68). Schnur teaches microlithography (embraces all sizes less than 
1 micron, overlapping Applicant's ranges) patterns are used explaining the 
pattern line widths having less than one micron (equivalent to lateral 
dimension) is suitable for microcircuit lithography (col. 1, lines 60-68, col. 5, 
lines 15-45, col. 6, lines 45-68, col. 8, lines 1-68, col. 9, lines 10-68, col. 10, 
lines 1-4, lines 40-65, col. 11, lines 1-25, FIGS. 1A-3B , 5B and associated text) 
suitable for patterning (instant claims 3-15, 55-59, and 69 are met). 

• Applicant argues Schnur and Clark do not suggest the novelty of the 
instant invention because of Applicant's new limitation to "consisting 
essential of palladium (and incorrectly stating the Examiner 
acknowledging Schnur teaching a surface of copper and not 
palladium as claimed, as copper was not relied upon prior or 
presently). Regarding Applicants arguments of prior art Schnur 
containing copper and PdC12 (while the Examiner highlighted 



Application/Control Number: 10/776,427 Page 4 

Art Unit: 1794 

Schnur's use of Pd/Sn deposited on the surface of the wafer in col. 9, 
lines 10-40 and col. 11, lines 1-20) and that "consisting essential of 
language overcomes the rejection, such arguments are not persuasive 
because the prior art provides no indication the material would not 
function any different from the claimed invention. The transitional 
phrase "consisting essentially of limits the scope of a claim to the 
specified materials or steps "and those that do not materially affect 
the basic and novel characteristic(s)" of the claimed invention. In re 
Herz, 537 F.2d 549, 551-52. "A consisting essentially of claim 
occupies a middle ground between closed claims that are written in a 
consisting of format and fully open claims that are drafted in a 
comprising' format." PPG Industries v. Guardian Industries, 156 F.3d 
1351, 1354, 48 USPQ2d 1351, 1353-54 (Fed. Cir.1998). See also 
Atlas Powder v. E.I. duPont de Nemours & Co., 750 F.2d 1569. 
Absent a clear indication in the specification or claims of what the 
basic and novel characteristics actually are (e.g. absence of copper 
rinse or chloride), "consisting essentially of will be construed as 
equivalent to "comprising." See, e.g., PPG, 156 F.3d at 1355. The 
prior art includes palladium on the surface of the wafer article, which 
is the same as Applicant claims. Rinsing with copper or a colloidal 
palladium-tin catalyst does not affect the novelty of the instant 
invention and further the rinse is not the final product. Thus, it is the 
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burden of Applicant to show a deleterious effect on the instant 
invention. 

Claims 70-75 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over USPN 5,079,600 to Schnur et al. in view of USPN 4,728,591 to Clark et al. 
Schnur essentially teaches the claimed invention as applied to claim 69 

above. 

Schnur does not teach a patterning having the surrounded regions as 
recited (instant claims 70-75). 

However, Schnur teaches microlithography patterns can be used from 
the background explaining the patterns having less than one micron is suitable 
for microcircuit lithography (cited above). Thus, because the cited claimed 
ranges are less than one micron, they fall within the prior art range. 

Further, Clark explicitly teaches the required ranges are suitable in 
microlithography patterns. Clark teaches a device comprising: an article 
defining a surface (col. 2, line 32, e.g. substrate surface); and an isolated region 
of a self-assembled monolayer of a first molecular species having a function 
(col. 2, lines 49-55, e.g. a functional material deposited through holes such as 
a protein and enzymes molecules) surrounded by a second molecular species 
on the surface and terminating in the same way (e.g. at the ends of the pattern 
as per Applicant's specification-see [0053-0059]) (col. 2, lines 40-49, FIG. 2 and 
associated text, . two-dimensional self-assembled molecular array of protein 
and enzymes molecules). The isolated region in lateral dimension and area 
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(encompassed by characteristic dimension) is between 1-50 nm (.01 -.5 
microns), meeting Applicant's range of less than about 10 microns, 5 microns, 
1 micron, and 0.25 microns, less than 100 sq. microns, less than 25 microns, 
less than 1 sq. microns, and less than 0.06 microns, as the first material is 
surround by the pattern via the second molecular species, see col. 3, lines 56- 
59 and col. 4, lines 40-45. The terminations of the second molecular species 
and the first being on and exposed away from the surface are defined by the 
pattern as shown in FIG. 2 and associated text, see where 20 is bound to 12, 
thus bind to surface 10 (col. 13, line 60-col. 14, lines 1-40, col. 14, lines 50- 
col. 15, line 30, cationic polylysine serve to bind to anionic ferritin). See also 
patented claims, Abstract, and col. 8, lines 1-5. 

Thus, it would have been obvious to one having ordinary skill in the art 
to have modified Schnur because Schnur suggests microlithography patterns 
may be applied to the wafer and Clark teaches the wafer having the required 
microlithography patterns in nanoscale to produce complexes structures as 
cited above. 

• Clark is still used to teach the surrounded pattern and sizes of 
instant claims 70-75. Applicant argues the references are not 
combinable, however, because Applicant relies instead on the 
arguments presented with respect to Schnur alone, the above 
rejection stands in view of the answers presented above. 
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A prima facie case has been established, and therefore the burden shifts 
to the Applicant to submit additional objective evidence of nonobviousness, 
such as comparative test data showing that the claimed invention possesses 
improved properties not expected by the prior art. Arguments of counsel 
cannot take the place of factually supported objective evidence. See, e.g., In re 
Huang, 100 F.3d 135,139-40, 40 USPQ2d 1685, 1689 (Fed. Cir. 1996); In re De 
Blauwe, 736 F.2d 699,705, 222 USPQ 191, 196 (Fed. Cir. 1984). Until the 
Applicant has convincingly argued or has provided evidence to the contrary, 
the rejections are maintained. 



Conclusion 



Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to TAMRA L. DICUS whose telephone 
number is (571)272-1519. The examiner can normally be reached on Monday- 
Friday, 7:00-4:30 p.m., alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Milton Cano can be reached on 571-272-1398. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 



/Milton I. Cano/ Tamra L. Dicus /TLD/ 

Supervisory Patent Examiner, Art Unit 1794 Examiner 

Art Unit 1794 



